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Introduction

1. The Agreement on Trade- Related Aspects of Intellectual Property Rights is part and parcel of the Marrakesh Agreement Establishing the World Trade Organization (WTO) concluded on 15 April 1994 and entering into force on 1 January 1995. It binds all WTO members, although it gives some grace period to the developing country Members and special treatment to the least developed country Members, provided that they become members of the WTO on 1 January 1995.

2. The Agreement on Trade-Related Aspects of Intellectual Property Rights is formally and popularly known in its abbreviated form, namely, the TRIPS Agreement. It is divided into 7 parts containing 73 articles reiterating existing international standards on intellectual property, stipulating new ones, and even deliberately maintaining some existing ambiguities
. These different characters are to be expected of an international agreement involving the countries of various levels of economic development.  

3. All the articles of the TRIPS Agreement are subject to not only the general provisions and basic principles in Part I, but also the preamble. The TRIPS Agreement like other international agreements has to be read and interpreted in its entirety. The standards have to be read and interpreted in the light of the intention of the agreement as is evident in the preamble and in line with the objectives
 and principles
. This means that the developed and developing countries alike may adopt somewhat different measures and practices but the bottom line is that they have to conform to the letters and spirit of the TRIPS Agreement. 

4. In any case, a remarkable novelty not found in other international agreements on intellectual property is the detailed provisions on enforcement in Part III
 of the TRIPS Agreement. This has come about through the general realization that the standards involving intellectual property rights have to be efficiently and effectively enforced in practice, or else they could remain empty words. The enforcement provisions of the TRIPS Agreement have recently been widely used by major developed countries as an essential and indispensable component of bilateral and regional economic agreements
. They have been widely followed by the developing countries
 that have been revising their intellectual property laws to comply with the TRIPS Agreement.  It is, however, unfortunate that in certain cases the zeal to have efficient and effective enforcement has blurred the fact that the enforcement provisions of the TRIPS Agreement are not the magic wand that could cure all ills concerning intellectual property rights. It should be borne in mind that they have to comply with the preamble, general provisions, and basic principles of the TRIPS Agreement itself.  

5. The TRIPS Agreement has been criticized by many as favouring the interests of the developed nations. The critics seem to ignore the fact that the TRIPS Agreement is a multilateral trade agreement representing an outcome of long and laborious negotiations, so it also favours the interests of the developing nations. It is in no way a one-sided agreement. Thorough understanding of the TRIPS Agreement itself in its entirety plus awareness of the ongoing developments at the various regional and international levels are the key to proper interpretation and implementation of the TRIPS Agreement as an essential tool to promote international trade freely and fairly among nations.

6. The preamble seems to be much overlooked although it is an integral part of the TRIPS Agreement, perhaps because of its idiosyncratic language. But the language is clear about the intention of the Members of the Agreement. There is no ambiguity.

7. The preamble is clearly aware of the need to have adequate protection that is not an impediment to legitimate trade. The first paragraph of the preamble states the desire of the Members to reduce distortions and impediments to international trade, and taking into account the need to promote effective and adequate protection of intellectual property rights, and to ensure that measures and procedures to enforce intellectual property rights do not themselves become barriers to legitimate trade. The Agreement is determined to avoid from the outset the no-win situation of either under-protection or over-protection of intellectual property rights. This is a powerful statement much neglected by those who are keen to push for maximum protection of rights in disregard of the interests of other parties in the international trade, particularly, the public at large. The need to have a balanced protection of intellectual property rights is succinctly stated and leaves no room for doubt.

8. The second paragraph of the preamble recognizes the need for new rules and disciplines, but with recognition of differences in the legal and economic systems as well as the levels of economic developments of the Members. It is an immediate response to the desire for the balanced regime of intellectual property in the first paragraph. This sets the stage for the incorporation into the TRIPS Agreement of the standards in the relevant international agreements and the making of new ones. It shows the reliance upon the basic principles of GATT 1994 and of relevant international intellectual property agreements, although with the desire for changes
. This desire is materialized by adding new standards
 in the TRIPS Agreement itself rather than by the revision of such international agreements. This part of the preamble recognizes differences in the legal systems with regard to the enforcement of intellectual property rights. There is no need to change the systems already in existence because the Members have the leeway to adopt whatever appropriate measures as long as the enforcement is effective
. It is worth mentioning at this point that major developed countries seem to increasingly advocate that developing countries rely more upon criminal sanctions to enforce intellectual property rights in disregard to the prevailing social, cultural, and moral values, which are the underlying foundation of the specific legal systems. No such simple and clear-cut solution
 exists.  It is also very clear that the TRIPS Agreement fully supports the speedy multilateral approach
 to the prevention and settlement of disputes among countries, not the unilateral approach as is evident in special trade laws of some developed countries. This recognition gives rise to Part V on Dispute Prevention and Settlement of the TRIPS Agreement. This is an obvious rejection of the unilateral approach in solving intellectual property disputes. Another strong recognition of differences in economic development is the provision of transitional arrangements
 to attract the maximum number of countries to participate in the WTO. Grace period is given to developing countries, but no exception is allowed. Special treatment is given to the least developed countries. It is not surprising that transitional arrangements have to be incorporated in the TRIPS Agreement to make it acceptable and more appealing to the developing countries since Members have to accept all the multilateral trade agreements which are parts of the Marrakesh Agreement, or to reject all. This gives rise to Part V on Transitional Arrangements of the TRIPS Agreement.  

9. Paragraph 3 of the preamble
 recognizes one problem that is transnational and increasingly more so with greater flow of goods and services among nations. It is the problem of counterfeit goods knowing no fixed boundary. It is the common problem of the developed and developing countries alike. The preamble sees the need for the multilateral approach to deal with the problem. This bring about Section 4 on Special Requirements Related to Border Measures under Part III of the TRIPS Agreement.  

10. Intellectual property rights are recognized in the TRIPS Agreement as private rights
. This is the recognition with profound impacts on the overall development of intellectual property. It means that first and foremost the right holders must do their utmost in safeguarding their rights. It also means that the right holders are not entitled to demand criminal sanction in each and every case of infringement of their rights. They have to use civil actions to stop the infringement and obtain damages. However, only in two few cases
, Members are required by the TRIPS Agreement to impose criminal sanctions. The member governments are generally not required to apply criminal sanctions against infringement of private rights. This is still the prevailing case in the context of the TRIPS Agreement.

11. The preamble in its fifth paragraph
 states very clearly that the protection of intellectual property must also serve the public policy objectives. It is not protection for the sake of protection. For example, intellectual property could be used to serve the public policy of fair competition and freedom of choice for the consumers by allowing the import of legitimate intellectual property works without any need to seek prior consent of the right holder. This so-called parallel import could be allowed on another public policy of the desire to encourage the sourcing of legitimate goods from the markets offering the most competitive prices. Intellectual property is recognized as a public policy tool to help the development and technological objectives of the country, not merely a tool to protect the interests of the right holders. 

12. The special treatment for the least developed country Members is pronounced clearly in the sixth paragraph
 in recognition of the fact that the least developed countries are not in a position to implement the TRIPS obligations and that they will need more time to build up both the necessary human resources as well as the favourable environment for development of intellectual property.  This recognition of the special needs of the least developed countries for maximum flexibility in the domestic implementation the TRIPS obligations is a clear testament that intellectual property should be used to create a sound and viable technological base, not blindly protecting intellectual property just for the sake of doing so. This provides a driving force behind Part VI on Transitional Arrangements of the TRIPS Agreement.

13. The preamble puts one emphasis
 on the multilateral approach to solve disputes on trade-related intellectual property issues to reduce tensions. This is the affirmation of an earlier recognition that the WTO Members should settle disputes through multilateral means.

14. The last paragraph
 of the preamble is devoted to the setting up of working relationship between the WTO and the World Intellectual Property Organization (WIPO). This supportive relationship is needed because the WTO has ventured into the new territory uncharted by earlier rounds of multilateral trade negotiation and WIPO has been involved or looking after all international agreements on intellectual property and instrumental in the making of the new ones but without any involvement in enforcement. The constructive relationship between the two organizations is essential to the smooth implementation of the TRIPS obligations due to the resulted synergy.

Part I General Provisions and Basic Principles

15. Part One is on general provisions and basic principles. It provides the framework for the implementation of the whole TRIPS Agreement.

16. Article 1 on Nature and Scope of Obligations requires the Members to give effect to the provisions of the TRIPS Agreement and no more. However, Members may provide greater protection if they so wish, provided that such protection does not contravene the TRIPS Agreement
.  Members are also free to adopt any appropriate means within their own legal system and practice to implement the TRIPS Agreement. This gives flexibility to the developed country and developing country Members alike. It means that the Members are not obliged to pass new laws if they are confident that they could make use of their existing laws, regulations, and practices to fully implement their obligations. The TRIPS Agreement focuses on the end result not the means.  

17. The definition of the term “intellectual property” is not open-ended, as Article 1(2) confines it to all the categories of intellectual property that are the subject of Sections 1 through 7 of Part II, namely, copyright and related rights, trademarks, geographical indications, industrial designs, patents, layout-designs (topographies) of integrated circuits, protection of undisclosed information. Other works
 not falling within any of the specified categories are not intellectual property work within the meaning of the TRIPS Agreement.   

18. Article 1(3) deals with the criteria for the natural and legal persons to be granted protection in the WTO Members. The criteria for any specific right correspond to those in the relevant international agreements specified in the TRIPS Agreement, namely, the Rome Convention, the Berne Convention, the Rome Convention, and the Treaty on Intellectual Property in Respect of Integrated Circuits.

19. Article 2 on Intellectual Property Conventions requires Members to comply with the substantive provisions of the Paris Convention with regard to Part II on standards, Part III on enforcement and Part IV on acquisition and maintenance of rights, under the TRIPS Agreement. This Article also maintain the status quo of relationship between the Members under the specified international conventions by stating that nothing in Parts I to IV of the TRIPS Agreement shall derogate from existing obligations that Members may have to each other under the specified international conventions.

20. Article 3 has borrowed the national treatment principle well enshrined under the Paris Convention and the Berne Convention to govern all the intellectual property works under the TRIPS Agreement. This helps eliminate the need to have a series of reciprocal arrangements between the Members. The Article requires that each Member shall accord to the nationals of other Members treatment no less favourable than that it accords to its own nationals with regard to the protection of intellectual property. The term “protection” at this point in the TRIPS Agreement is used in a wide sense
 to cover also the availability, scope, maintenance and enforcement as well as use. Members are allowed certain exceptions to the national treatment principle in relation to judicial and administrative procedures provided that they are necessary to ensure domestic law compliance and not constituting a disguised restriction on trade. It should be noted that the safeguards are provided to fulfil the intention in the preamble of reducing distortions and impediments to trade and the concern that measures and procedures to enforce intellectual property rights do not themselves become barriers to legitimate trade.

21. Article 4 has incorporated the long-established principle of GATT into the TRIPS Agreement, namely, the most-favoured-nation treatment principle. This is to ensure equal treatment among the Members. However, this principle is subjected to some exceptions, namely, favourable treatment as a result of international agreements on judicial assistance or law enforcement of a general nature, reciprocity allowed by the Berne Convention or the Rome Convention, rights of performers, producers of phonograms and broadcasting organizations not contained in the TRIPS Agreement, and international agreements on protection of intellectual property concluded before the entry into force of the TRIPS Agreement.

22. According to Article 5, the principles of national treatment and most-favoured-nation treatment do not apply to the procedures in multilateral agreements concluded under the auspices of WIPO relating to the acquisition or maintenance of intellectual property rights. This non-applicability is understandable as the acquisition and maintenance of rights involve specific procedures and requirements among the members of those agreements
.

23. Ambiguity rules as a result of Article 6 on Exhaustion
. The TRIPS Agreement refuses to deal with the issue of exhaustion for the purpose of dispute settlement. This means that no reference could be made to the provisions of the TRIPS Agreement to determine the definition and scope of exhaustion of the rights. Members are free to approach the issue of exhaustion as they see fit, provided that they comply with the national treatment principle and the most-favoured-nation treatment. Some have interpreted that Article 6 rules out the use of multilateral procedures for any dispute regarding the exhaustion issue. It could be argued that such interpretation is not in line with the language of the preamble, which strongly advocates the multilateral approach for dispute settlement. Against such background, Article 6 simply says that the provisions of the TRIPS Agreement do not affect the issue of exhaustion one way or the other. 

24. Article 7 on Objectives and Article 8 on Principles are possibly very much overlooked if compared with those provisions in Part II on standards and Part III on enforcement. This is very much unfortunate, since the provisions of any agreement are governed by its very objectives and principles, not the other way round.

25. The members of the Association of Southeast Asian Nations (ASEAN) have wholeheartedly adopted the provisions on the objectives and principles of the TRIPS Agreement in the ASEAN Framework Agreement on Cooperation in Intellectual Property
 signed during the Fifth ASEAN Summit in Bangkok on 15 December 1995. They were of the view that the TRIPS objectives and principles would ensure the balanced development of intellectual property at the domestic, regional, and international levels.

26. Looking closely at Article 7 on Objectives of the TRIPS Agreement, it could be seen that the TRIPS Agreement does not aim to only give economic benefits to the right holders, it has a wider aim with underlying public objectives. Article 7 stipulates that the protection and enforcement of intellectual property rights should contribute to the promotion of technological innovation and to the transfer and dissemination of technology, to the mutual advantage of producers and users of technological knowledge and in a manner conducive to social and economic welfare, and to a balance of rights and obligations. There are several objectives that are intertwined and need to be read together. The first objective has a clear public interest message, that is, the protection and enforcement of intellectual property rights should contribute to the promotion of technological innovation and to the transfer and dissemination of technology. It is clearly seen that the TRIPS Agreement is not seeking to maintain the secrecy or monopoly over technology, but to the contrary. It aims to increase the transfer and dissemination of technology. Then, some might ask who would benefit and whether the innovators or creators will be rewarded for their works. Article 7 provides the answer. The producers and users of technological knowledge must have mutual advantage or benefits. Producers and users have symbiotic relationship in the sense that the one cannot survive without the other. The aim is clearly not the unlimited monopoly for the producers or the absolutely free use for the users. Another question arises on how to achieve these objectives which are easier said than done. Article 7 prescribes two ways to achieve the objectives. First, to protect and enforce intellectual property must be in a manner conducive to the social and economic welfare. This means that we could not concentrate on economic welfare alone. Social welfare is equally important. The second touches on a balance of rights and obligations. This is reflective of the balancing act inherent in the development of intellectual property. Creators and the public have rights and obligations vis-à-vis each other. This balancing determines the rights and exceptions in intellectual property laws. The strengths and weaknesses of both sides fluctuate according to the socio-economic environment and technological changes. It is the duty of the authorities responsible for intellectual property development to determine the desirable balancing act for different intellectual property works.

27. Article 8 sets out the principles in two different paragraphs, the one providing the leeway, the other providing the safeguard. The first paragraph of Article 8 allows the Members to adopt necessary measures to protect public health and nutrition and to promote the public interest in sectors of vital importance to their socio-economic and technological development. The wording is vague, as no measure has been specified. It gives a lot of leeway to the Members to choose any measure that does not contravene the TRIPS Agreement. The second principle deals with possible abuse of intellectual property rights. Members are allowed to adopt appropriate measures consistent with the TRIPS Agreement to prevent such abuse by right holders and practices constituting trade restraint or prejudicing the international transfer of technology. This is a clear recognition that rights could be not only infringed by other persons but also abused by right holders themselves.

28. The provisions of Part I of the TRIPS Agreement are crucial to the implementation of the TRIPS obligations. One should not fall into the trap of focussing on merely the provisions on standards and enforcement. They have to be interpreted and implemented in the light of the objectives and principles. If the TRIPS Agreement is interpreted and implemented in such manner, then it could not be said to favour only the developed countries. But if specific provisions of the TRIPS Agreement are borrowed and incorporated into whatever bilateral or regional agreements without reference to the preamble, objectives, and principles of the TRIPS Agreement, then there is a high risk of unbalanced interpretation and implementation of those provisions, giving rise to an impression that the TRIPS provisions favour the developed countries. Against this background, the developing countries could not afford to overlook the preamble, objectives, and principles of the TRIPS Agreement.

Part II on Standards Concerning the Availability, Scope and Use of Intellectual Property Rights

Section 1: Copyright and Related Rights  

29. Articles 9 to 14 mainly follow the Berne Convention and partly the Rome Convention with a few new standards not contained in the two conventions.

30. Article 9 adopts the substantive provisions of the Berne Convention, that is, articles 1-21 and its annex. This means that the WTO Members adhere to the non-exhaustive list of copyright works and the rights in the Berne Convention, except the moral rights in Article 6bis
. However, moral rights are still effective among the WTO Members that are members of the Berne Convention.

31. Paragraph 2 of the Berne Convention makes clear the nature of copyright work by stating that copyright protection shall extend to expressions and not to ideas, procedures, methods of operation or mathematical concept as such. This is still valid in the international copyright regime
. Some computer program right holders have been trying rather unsuccessfully to lobby for the elimination of the traditional distinction between expressions and ideas, claiming that competitors could use different expressions to copy their programs with impunity
.    

32. Article 10(1) stipulates that computer programs, whether in source or object code, shall be protected as literary works under the Berne Convention. This has effectively ended the international debate whether computer programs should be protected as copyright works. It is interesting to note that although the TRIPS Agreement treats computer programs as literary works, the right holders in the developed countries want their computer programs to be given stronger protection than other literary works, citing particular vulnerability of computer programs to unauthorized copying. They strongly support the bar on decompilation
 or reverse engineering of computer programs. Some developed countries have persuaded or even pressured developing countries to provide in their respective copyright laws a bar on decompilation, although the judicial decisions in their countries decided otherwise. Decompilation is allowed in several countries notably the US
, EU
, and Hong Kong
. Another pertinent point is the status of transient or temporary copies. This involves, for example, whether a normal use of the computer whereby the program in ROM is automatically copied to RAM constitutes a reproduction within the meaning of Article 9 of the Berne Convention especially when such program on RAM disappears when the computer is switched off. The debate is still going on between those
 who claim that such transient copy does not constitute a reproduction since there is no intention to store the program and that it is incidental to the normal use of the computer on one hand and those
 who claim that the reproduction really occurs and the permanence or transience of the resulted copy is not relevant on the other hand.

33. Article 10(2) gives copyright protection to compilations of data or databases but not to the individual data or material itself, if it is not a copyright work by itself. This provision is very much influenced by Article 2(5) of the Berne Convention which uses the criteria of selection and arrangement as the yardstick for copyright protection. However, the language of the TRIPS Agreement is broader as it covers data or other material whether in machine readable or other form. In the age of modern information technology, the value and importance of databases have been increasing quickly, causing some developed countries to seek to protect the non-original or non-copyright data in the compilations or databases
. However, as far as the international regime of the Berne Convention and the TRIPS Agreement are concerned, copyright protection to compilations or databases must be by reason of the selection and/or arrangements of the contents.

34. Exclusive commercial rental right is given to authors of computer programs, films (cinematographic works) by virtue of Article 11and producers of sound recordings (phonograms) by virtue of Article 14(4). This means that those in possession of legitimate originals or copies could not commercially rent them out without seeking prior permission of the right holders. This right is new, not existing before in the Berne Convention. However, the Members need not adopt this right if the rental does not give rise to widespread piracy. The rental right is a special tool for right holders to keep the control of the originals or copies beyond the first sale. In the case of computer programs, there is no obligation to give this rental right if the computer program is not the essential part of the object.

35. Article 12 has increased the term of protection of all the works that are not subject to the life of the author plus 50 years to 50 years except those of a photographic work or a work of applied art.

36. Article 13 has adopted the limitations and exceptions applicable in the Berne Convention to only the right of reproduction to every category of copyright works. However, these limitations and exceptions are to be applied in certain special cases, which do not conflict with a normal exploitation of the work and do not unreasonably prejudice the legitimate interests of the right holder.

37. Article 14 treats the performers, producers of sound recordings, and broadcasting organizations as holders of the so-called neighboring or related rights not on par with exclusive rights under copyright. The performers are given the so-called possibility to prevent unauthorized of unfixed performance, the reproduction of such fixation, and the broadcasting by wireless means and the communication to the public of their live performance. . These acts have to be authorized by the performers before hand. The performers are not given the right to remuneration for broadcasting or communication to the public of their fixed performance, which is an optional right under the Rome Convention 12
. The producers of phonograms are granted the right to authorize or prohibit the direct or indirect reproduction of their phonograms or sound recordings. And by virtue of Article 14(4), they are given the commercial rental right. Members are not required to grant the rental right if they have a remuneration system in place for the producers. The producers of sound recordings are not given the right of communication to the public as in Article 12 of the Rome Convention.  Broadcasting organizations are given the right to prohibit the fixation, the reproduction of fixations, and the rebroadcasting by wireless means of broadcasts, as well as the communication to the public of television broadcasts of the same. There have been efforts
 to equate the rights of the performers, producers of sound recordings, and broadcasting organizations to those of copyright holders. They have not yet succeeded. This is a perpetual battle in determining the scope of rights of the original authors and the entrepreneurs and those who are considered as being holders of neighboring or related rights, not the original rights themselves.

Section 2: Trademarks   

38. Article 15 on Protectable Subject Matter introduces a wide definition of trademark consisting of any sign, or any combination of signs providing that it can distinguish the goods or services of one undertaking from those of other undertakings. The TRIPS Agreement gives illustration of the signs capable of constituting a trademark by emphasizing on personal names, letters, numerals, figurative elements and combination of colours as well as any combination of such signs. This Article affirms that signs which in themselves are not distinctive, could gain distinctiveness through use.

39. Article 16 gives the registered trademark owner the right to prevent counterfeiting or imitation which would result in confusion. However, most of Article 16 deals with the scope of well-known mark by making reference to and at the same time expanding Article 6bis of the Paris Convention to the extent that trademark covers services. A criterion has been laid down for the well-known mark, namely, knowledge of the trademark of the relevant sector of the public even in the case that such knowledge arises from the promotion of the mark. There is no requirement of knowledge of the whole country for the mark to become well-known. Article 16 also deals with the case that the mark is used with goods and services not similar to those under the registered trademark. Such use is not allowed if it indicates the connection between the goods or services and the owner of the registered mark  and if it is prejudicial to him. Some would say that this is an expansion of the scope of well-known mark by not allowing the use of similar mark on different kind of goods or services. 

40. Article 17 on Exceptions simply says that Members may make limited exceptions. It cites only one example, that is, fair use of descriptive terms. In any case, the exceptions have to take account of the legitimate interests of the trademark owner and the third parties.

41. Article 18 imposes the term of not less than 7 years, renewable indefinitely. The generally adopted term is 10 years renewable.

42. Article 19 allows the Members to revoke the registered mark on the ground of continuous non-use for at least years, if such Members require use for the maintenance of a registration. In practice, it is very difficult to prove non-use. The defendants in the trademark infringement cases often resort to this ground to defeat the plaintiffs.

43. Article 20 makes sure that Members do not impose cumbersome requirements on the use of a trademark.

44. According to Article 21, Members are allowed to set the conditions for the licensing and assignment of trademarks. However, they could not impose compulsory licensing. The owner of the trademark could assign it with or without the business to which the trademark belongs. This is the point which the businessmen have to bear in mind when taking over a business because the mark may or may not come with the business, depending on the negotiation and contractual terms between the parties.

Section 3 Geographical Indications

45. The system of appellation of origin for wine adopted successfully in Western Europe has been incorporated into the TRIPS Agreement in a broader context and with greater coverage under the name of geographical indications.

46. Article 22 defines geographical indications as indications which identify a good as originating in the territory of a Member or a region or locality in that territory. This is a very wide definition since an indication can come in many forms
 such as a name of the locality, a symbol, a sign, a picture, or even a name of the product if it identifies the origin of a good. The range of available indications is very wide, indeed. However, there are certain criteria which have to be fulfilled, namely, a given quality, reputation or other characteristic of the good is essentially attributable to its geographical origin. These criteria have expanded the scope of geographical indications beyond the traditional field of food and drinks to that of handicraft and other products including industrial ones. A very serious problem in effecting protection of geographical indications is the lack of grass root organizations at the local level to give value added to their products through the use of geographical indications. The local growers, traders, and producers must be aware of and active in protecting their geographical indications. 

47. The TRIPS Agreement allows the Members to choose their own ways
 of protecting geographical indications so long as they prevent false use of geographical indications to mislead the public as the geographical origin of the goods and any use of geographical indications which is unfair competition within the meaning of Article 10bis of the Paris Convention (1967)
. The reference to unfair competition has added more flexibility in the protection of geographical indications as unfair competition has a very wide coverage.

48. Article 22(3) also deals with a possible clash between geographical indications and trademarks by requiring that the Members have to refuse or invalidate a trademark containing or consisting a geographical indication with respect to goods not originating in the territory of the indication. Article 22(4) makes sure that geographical indications are not used in a misleading way by prohibiting even the use of a geographical indication which, although literally true as to the territory, region, or locality in which the goods originate, falsely represents to the public that the goods originate in another country. This is normally the case of the names of towns or regions in the so-called New World, namely, the American and Australian continents. The names are those of the villages, towns, or regions where the settlers came from. For example, there could be a red wine from Bordeaux, a town somewhere in America, but it could not be presented as coming from Bordeaux in France.

49. Article 23 deals with additional protection for geographical indications for wines and spirits. It is really an additional protection because it goes beyond prohibiting the false or misleading use of geographical indications. It prohibits such use even when the true origin of the wines and spirits is indicated or even when the geographical indication is accompanied by expressions such as “kind”, “type”, “style”, “imitation” or the like. For example, the terms such as “Bordeaux style wine” or “Champagne style sparkling wine” are not allowed.

50. Now more and more countries have been posing questions on the rationale of entitling only wines and spirits for the additional protection.  Some countries
 have suggested the coverage of the products for the additional protection should be widened to include, among others, rice, silk, tea, and coffee. This expansion of coverage is likely to be one issue in the new round of multilateral trade negotiations. 

51. As to the same geographical indications representing different territories of origin, Members are allowed to devise the ways to differentiate these so-called homonymous indications and to prevent the public from being misled.

52. Additional action in favour of wines is the requirements that Members shall work for a multilateral system of notification and registration of geographical indications for wines in the Council for TRIPS. 

53. Article 24 aims to increase protection and avoid conflicts by encouraging international negotiations as well as providing exceptions for certain usage of geographical indications in good faith. The international negotiations either bilaterally or multilaterally are aimed to help the Members with the geographical indications to have an opportunity to negotiate with other Members particularly those making use of the exceptions provided by Article 24.

54. The Council for TRIPS is required to review the application of the provisions on geographical indications; the first review is required to take place two years after the entry into force of the WTO Agreement. This has been done but the Members still cannot decide on the multilateral system of notification and registration for wine.

55. The exceptions provided in Article 24 seem to rely on prior use before the signing of the WTO Agreement on 15 April 1994 and good faith. Members are not required to prevent continued and similar use of a geographical indication identifying wines of other Members with goods and services providing such use has been done at least 10 years before 15 April 1994 or in good faith before that date. The trademark consisting or containing a geographical indication shall remain intact if applied for or registered in good faith before the entry into force of the TRIPS Agreement. If in any Member, the geographical indication of another Member has become the common name for goods and services, then that Member is not required taking any action. The Agreement also allows the Members to fix the prescription period for requesting invalidation of the mark falsely consisting or containing a geographical indication at 5 years from the date of having knowledge of the adverse use or the registration of the mark in question. There is no obligation to protect geographical indications not protected in their country of origin or fallen into disuse. Members with the exceptions are obliged to enter into negotiation with other Members which request such negotiation to settle conflicts.

Section 4: Industrial Designs

56. Article 25 requires Members to protect industrial designs which are new or original. They may not grant registration to any design which is not substantially different from known designs. They need not grant protection to designs dictated essentially by technical or functional consideration. Moreover, this Article requires Members to give protection for textile designs. They could choose to protect it by either industrial design law or through copyright law
. The choice will dictate the term of protection and the manner in which textile designs are protected. As registered industrial designs, the textile designs will be given 10 years non-renewable term against the whole world, that is, even against similar designs which have been designed independently and not the result of imitation. However, the copyright design will give protection against imitation or copying, not against the whole world, for 25 years.

57. Article 26 gives the right of making, selling or importing articles bearing or embodying a design which is a copy or substantially a copy of the protected design, to the owner of the protected design. In short, this prohibits the making, selling, or importation of illegitimate products for commercial purposes. But if the products are legitimate, there is no ban on the importation or distribution. The rights of the owner are exhausted when he sells the goods with his design. Exceptions are also given, bearing a lot of resemblance to the provisions
 on exceptions under Section I of the TRIPS Agreement. These exceptions must be limited and fulfil the two criteria, namely, they do not unreasonably conflict with the normal exploitation of protected industrial designs and do not unreasonably prejudice the legitimate interests of the owner of the protected designs. However, these provisions have to take into account the legitimate interests of third parties. This is a safeguard provision against abuse particularly against competitors and consumers.

58. Article 26 stipulates the minimum term of protection of 10 years.

Section 5: Patents

59. Article 27 of the TRIPS Agreement makes clear the scope of patentability which covers any inventions, whether products or processes, in all fields of technology. They must be new, involve an inventive step (non-obvious) and are capable of industrial application (useful). The Article also makes clear that patents must be available and enjoyable without any discrimination
 as to the place of invention, the field of technology, and whether products are imported or locally produced. This criterion against discrimination is diluted in the case of a developing country Member which does not protect a certain field of technology on the date of entry into force of the TRIPS Agreement
. In such case, it will be given a 5 year grace period. In the case of a Member without patent protection for pharmaceutical and agricultural chemical products
 at the date of entry into force of the WTO Agreement, it has to find a means for the filing of applications for such inventions and use the TRIPS criteria for patentability on such date of entry into force as well as granting patent protection upon fulfillment of the patentability criteria. This shows the importance the TRIPS Agreement attaches to pharmaceutical and agricultural chemical products.

60. Article 27(2) allows Members to exclude from patentability certain inventions in order to protect public order or morality, human, animal or plant life or health or to avoid serious prejudice to the environment. This is a safety valve which could be used against any invention which threatens public order, life, and environment.  

61. In Article 27(3), Members are allowed to exclude from patentability diagnostic, therapeutic and surgical methods for the treatment of human or animals. This possible exclusion is influenced by the thinking that no one should have monopoly even for a fixed period over medical treatment. The Article also allows patentability exclusion for plants and animals other than micro-organisms, and essentially biological processes
 for the production of plants and animals other than non-biological and microbiological processes. This means that members are obliged to give patent protection to micro-organisms
, non-biological
 and microbiological processes
.  It also means that these subject matters are crucial in the field of biotechnology so they have to be protected to further technological advancement and provide sources of knowledge to the public. This Article requires Members to provide for the protection of plant varieties either by patents or by an effective sui generis system or any combination of both. The TRIPS Agreement does not provide a definition
 for the term “plant varieties”, nor does it stipulate that any existing international agreement on the protection of plant varieties
 should be adopted. It gives an option for Members to use a special system or patent to protect plant varieties. This means that Members can have a special system to provide protection for both new plant varieties and traditional varieties. They can elect to protect their most important crops and set out the term of protection that they so wish. 

62. At this stage, it should be noted that the TRIPS Agreement does not oblige Members to protect parts of plants or animals under its patent law, unless they are microorganisms. However, biotechnological companies have been seeking to claim ownership of “genes” and “plants” instead of specific varieties. Developing countries should try to interpret Article 27(3)(b) strictly to allow patentability only for microorganisms, not for cells of plants or animals. There will be a struggle to determine whether the natural living things and natural processes are patentable regardless of the fact that Article 27(3)(b) has already made microorganisms and microbiological processes the compulsory subjects of patentability. This will be a major contentious issue of the global proportion in terms of agriculture, food security, and advancement of biotechnology. The European Union makes its stand on biotechnological inventions clear through EU Directive 98/44/EC which EU member states are required to implement in their national laws by 30 July 1999. The same stand is clearly adopted by the European Patent Office through its new Implementation Rules to the European Patent Convention from 1 September 1999 to the effect that biotechnological inventions shall be patentable if they concern (a) biological material which is isolated from its natural environment or produced by means of a technical process even if it previously occurred in nature; (b) plants or animals if the technical feasibility of the invention is not confined to a particular plant or animal variety; (c) a microbiological or other technical process, or a product obtained by means of such a process other than  a plant or animal variety. This development shows the determination of Europe to secure competitive edge in biotechnological advance.

63. The whole 27(3)(b) is scheduled to be reviewed four years after the date of entry into force of the WTO Agreement. This clearly reflects the concern of developed countries that progress in the implementation of this provision should be closely followed. However, it will also allow an opportunity for developing countries to seek clarification on and modification of Article 27(3)(b) to ensure protection of genetic resources, innovations of indigenous and local farming communities.

64. Article 28 states the rights of the patent owner and clarifies that it does not affect the practice of exhaustion of rights practiced by Members. So it is up to Members to determine when and how the rights such as those of use, sale, distribution, or importation are exhausted by the domestic exhaustion, regional exhaustion, or international exhaustion.

65. Article 29 affirms the principle that the patent application must disclose sufficiently clear and complete information for the invention to be carried out by a person skilled in the art. This would provide an importance source of technology information. Developing countries should also consider requiring the applicants to reveal the best mode for carrying out the invention known to the inventor. 

66. Article 30 provides the exceptions based on the same criteria adopted in Article 13 under copyright and in Article 17 under trademark, that is, limited exceptions, non-conflict with normal exploitation, non-prejudice to legitimate interests, and the need to take account of the legitimate interests of third countries. Any exception adopted must fulfil all these criteria.

67. Article 31 allows further exceptions to the rights conferred on the patent owner. It involves the use by the government or third parties authorized by the government. But the Article lays down detailed conditions safeguarding the interests of the patent owner to such an extent that the use is virtually limited to the case of a national emergency or other circumstances of extreme urgency or in cases of public non-commercial use. The conditions are clearly aimed to preclude any commercial use. In any case, the patent owner must be given sufficient remuneration. Any conflict has to be settled by judicial review or other independent review. This is to ensure that the use derogatory to the exclusive rights of the owner is not arbitrarily executed. However, the stringent conditions laid down by Article 31 could be defeated on ground of judicial or administrative decision that the use without authorization is permitted to remedy a practice deemed anti-competitiveness. This is to safeguard against abuse of rights by the right owner.  The Article in subparagraph (l) also recognizes that in many cases a new patent has to be built on the prior patent so the use of the new or second patent without authorization will involve infringement of the prior or second patent. As a result, it lays down the condition for the treatment of the so-called first patent owner when it is necessary to exploit the so-called second patent. This shows that the TRIPS Agreement takes into account the interests of those who are affected by the unauthorized use. It should be noted that the first patent owner is entitled to a cross-licence on reasonable terms to use the invention claimed in the second patent.

68. Article 31 is neither the all-powerful compulsory licensing feared by the developed countries nor the license for the developed countries to monopolize technology as feared by the developing countries. It is an attempt to strike the balance between the owners and users of patent with a strong emphasis on the public interest.

69. Article 32 provides for the judicial review of any decision to revoke or forfeit a patent. This is another affirmation that arbitrary decision shall not be allowed.

70. Article 33 provides the minimum term of protection of 20 years from the filing date. Some industries in major developed countries have complained against the length of the term of protection as too long constituting obstacles to trade and industry, some have demanded that longer term should be granted considering a long lapse time before a patent is commercially exploited. The TRIPS standard on the term of protection is the minimum 20 years.

71. Article 34 deals with the burden of proof for the process patents. In the civil proceedings concerning infringement, the burden of proof is reversed in the sense that the defendant has to prove that the process to obtain an identical product is different from the patented process. Furthermore, the patented process is deemed to be used in making any identical product without the consent of the patent owner in either of these two cases, namely, if the product is new or if there is substantial likelihood that the identical product is made by the patented process and the owner, with reasonable efforts, is unable to show the actual process used. This Article acknowledges the fact that it is very difficult to prove the process actually used by the defendant to produce the identical product, so the defendant is required to prove that he does not use the patented process of the plaintiff. The defendant is the best person to know the process he actually uses.

Section 6: Layout-Design (Topographies) of Integrated Circuits

72. Article 35 adopts the substantive provisions of the Treaty on Intellectual Property in Respect of Integrated Circuits which has been signed by a very few countries. This Treaty has somehow received international compliance through its incorporation into the TRIPS Agreement, something it has never accomplished in its whole history.

73. Article 36 extends the scope of protection by prohibiting the importing, selling, or distributing for commercial purposes of an article incorporating an integrated circuit with a protected layout-design in addition to a protected lay-out design and an integrated circuit incorporating a protected lay-out design. The scope of protection extends to a finished product not merely a layout-design or an integrated circuit.

74. Article 37 allows no knowledge of and no reasonable ground to know as exception to an infringement. It also requires the person not knowing of the infringement to pay reasonable royalties upon being informed that the layout-design was unlawfully reproduced. Article 37 allows the use without authorization of a layout-design along the line adopted in paras (a) to (k) of Article 31with respect to patent.

75. Article 38 allows Members three options with respect to the term of protection. The first option is 10-year protection in a Member with the registration system either from the date of filing or the first commercial exploitation anywhere in the world. The second option is the minimum 10-year protection from the date of the first commercial exploitation anywhere in the world. The third option is that in any case a Member could opt for 15-year protection after the creation of the layout-design. 

Section 7: Protection of Undisclosed Information

76. Article 39 refers to the need to have effective protection against unfair competition in Article 10bis of the Paris Convention and protects undisclosed information in two kinds of relationship, the first is the relationship between the persons and the second is the relationship between the government agencies and the public.

77. Paragraph 2 of Article 39 stipulates that natural and legal persons shall have the possibility of preventing information lawfully within their control from being disclosed to, acquired by, or used by others without their consent in a manner contrary to honest commercial practices. The TRIPS Agreement note defines the term “ in a manner contrary to honest commercial practices” as “practices such as breach of contract, breach of confidence and inducement to breach, and includes the acquisition of undisclosed information by third parties who knew, or were grossly negligent in failing to know, that such practices were involved in the acquisition. This definition is something not stated in Article 10bis of the Paris Convention, which only illustrates the specific acts of unfair competition.

78. The term “trade secret” is not used in the TRIPS Agreement, since the undisclosed information is not trade secret as such. To be undisclosed information within the meaning of the TRIPS Agreement, three criteria have to be fulfilled, namely, it is secret in the sense that it is not generally known among or readily accessible to persons within the circles that normally deal with the kind of information in question (it is not a secret as such); secondly, commercial value because it is secret; and the person lawfully in control has taken reasonable steps to keep it secret. Members must find some appropriate means
 to protect such information from unlawful and dishonest disclosure, acquisition, or use.    

79. In the relationship between the governmental authorities and the public, Article 39(3) confines the information to those of undisclosed test or other data submitted to the authorities for approval of the marketing of pharmaceutical or of agricultural chemical products which utilize new chemical entities. The authorities are required to protect such data from unfair commercial use and against disclosure. The duty to protect the data against disclosure is excepted when it is necessary to protect the public or in the case of failure to take adequate steps to protect such data against unfair commercial use.

Section 8: Control of Anti-Competitive Practices in Contractual Licences

80. Article 40 allows Members to regulate what licensing practices or conditions that may constitute an abuse of intellectual property rights having an adverse effect on competition in the relevant market. The Article also requires Members to have consultation with each other upon request and to provide non-confidential information to the requesting Member. This obligation on consultation and provision of information is triggered in either of these two cases: the first case is that one Member claims that nationals or domiciliaries of another Member breach its laws and regulations; the second case is that one Member whose nationals are under proceedings in another Member for the breach of the laws and regulations on anti-competitive practices of the latter Member seeks consultation.

81. This Section of the TRIPS Agreement aims to protect against the abuse of intellectual property rights and gives a lot of leeway to Members to impose appropriate laws and regulations. However, this is a delicate balancing act, since too stringent conditions will possibly hamper transfer of technology and know-how, whereas too weak conditions will be conducive to abuse of rights.  It also aims to reduce tension or conflicts concerning nationals and domiciliaries of Members through consultation.

Part III Enforcement of Intellectual Property Rights

Section 1: General Obligations   

82. This Section is of vital importance to the interpretation and implementation of the other sections of Part III on Enforcement of Intellectual Property Right as it lays down the general obligations for the enforcement provisions in addition to the preamble, objectives, and principles of the TRIPS Agreement. 

83. Article 41(1) requires that Members follow the procedures specified in Part III to provide effective and expeditious against infringement and lays down the manner in which Members are obliged to apply those procedures. The manner consists of two features: the first is to avoid the creation of barriers to legitimate goods and to provide for safeguards against their abuse. This aspect of the general provisions is often overlooked by some developed and developing countries in their zeal to obtain effective enforcement, although this has been stipulated in many parts of the TRIPS Agreement.

84. Article 41(2) raises a big question mark concerning the practices in some countries. It stipulates that procedures concerning the enforcement of intellectual property rights shall be fair and equitable. It also stipulates that the procedures shall not be unnecessarily complicated or costly, or entail unreasonable time-limits or unwarranted delays. This stipulation has great bearing on how the right holders in the developing countries can protect and enforce their rights in the developed countries. The cost of litigation is very prohibitive, as it is very high from the viewpoint of the right holders in the developed countries. Great reliance of the developed countries on civil remedies means great expenses on attorney fees in litigation. The present inequality of treatment still persists due to great differences in litigation expenses and the length of time of the trials.

85. Article 41(3) affirms the need for transparency in the sense that decisions on the merits of a case shall preferably by in writing and reasoned. The transparency is accompanied by the obligation to communicate decisions to the interested parties without delay. The rule of law is ensured through the requirement that the parties concerned must be given the opportunity to be heard on the evidence which is material in the making of decisions on the merits of a case.

86. The indispensability of judicial review is affirmed in Article 41(4) for final administrative decisions and at least the legal aspects of initial judicial decisions on the merits of the case. However, the opportunity for review is not required in the case of acquittals in criminal cases.

87. Article 41(5) makes it clear that no Member is required to set up a judicial system for the enforcement of intellectual property rights distinct from that for the enforcement of law in general
. The enforcement provisions shall not affect the capacity of Members to enforce their law in general. This means that Members are not required to concentrate on enforcement of intellectual property rights in a manner that reduces their capacity to enforce other laws. This provision also makes clear that Members are not required to distribute more resources to enforcement of intellectual property rights than to the enforcement of law in general. In short, no preferential treatment for enforcement of intellectual property rights. The real life situation facing the developing countries concerning the demand of the public and private sector of some major developed countries is otherwise.

Section 2: Civil and Administrative Procedures and Remedies  

88. Article 42 requires Members to provide fair and equitable civil judicial procedures for right holders including the right of defendants to the detailed and timely notice and the basis of the claim, the right to have representation by independent counsel, the right to substantiate the claim and to present all relevant evidence, and a mean to identify and protect confidential information. As the infringement of intellectual property rights knows no national frontiers, so foreign right holders are often involved. This is a major reason why this Article requires that procedures shall not impose overly burdensome requirements concerning mandatory personal appearances
.

89. Article 43 on Evidence requires that the judicial authorities shall, upon a strongly supported claim by one party, have the authority to issue an order to the opposing party who has the control of evidence to produce such evidence. This is a recognition that in many cases, evidence are in the hand of infringers so there must be a judicial redress. However, there must also be measures to protect confidential information in certain cases.

90. In the case of obstruction by a party in terms of access to information and impediment to an enforcement action, judicial authorities could make a decision on the basis of available evidence submitted by the party adversely affected by such obstruction. This is to ensure expeditious remedies. However, Members are required to give the parties concerned the right to be heard. 

91. Article 44 deals with injunctions. The judicial authorities are required to provide an injunction to order a party to stop an infringement. The Article cites the prevention against the entry into commercial channels of infringing imported goods. However, Members are not required to issue such an injunction against a person who has no prior knowledge or no reasonable grounds to know that his dealing involves infringement of intellectual property rights. For the use of patent and industrial designs by governments and by third parties authorized by a government, Members could limit the remedies to payment of remuneration only provided that the conditions in Article 31 are complied with. This is recognition that this so-called compulsory licensing is a special case and normal enforcement procedures are not appropriate in dealing with the actions of the state. For other cases, the remedies under this Part III shall be provided by Members.  

92. Article 45 deals with damages. The judicial authorities shall have adequate damages to compensate for the injury due to infringement. However, the infringer must know or has reasonable grounds to know that he engages in infringing activity. Knowledge is the key issue determining liability, The Article also provides the authority for the judicial authorities  to order the payment of the expenses of the right holder including appropriate attorney’s fees. Members have the option of allowing the judicial authorities to have the authority to order recovery of profits and/or payment of pre-established damages regardless of knowledge of the infringer. It should be noted that the TRIPS Agreement does not refer to punitive damages which are up to individual countries.

93. Article 46 makes sure that infringing goods are not recirculated in commercial channels by giving the judicial authorities the authority to order the disposition or even destruction of infringing goods without compensation. This authority is applicable to materials for the making of infringing goods. The provision states that Members are required to take into account the need for proportionality between the seriousness of infringement, the remedies ordered, and the interests of third parties. This shows that even enforcement remedies have to be exercised in a balanced way.

94. Article 47 deals with the right of information. This is not a requirement but an option for Members. They could give the authority to the  judicial authorities  to order the infringer to inform the right holder of the identity of third persons involved in the infringement if such order is commensurate to the seriousness of the infringement,

95. Article 48 gives the authority to the judicial authorities to order a party which has wrongfully abused enforcement procedures to pay adequate compensation to the other party for the injury as a result of the abuse and the defendant expenses. It strongly reflects the concern over a possible abuse of rights through the abuse of procedures. This provision also requires Members to provide liability indemnity to officials administrating any law on protection and enforcement of intellectual property rights only if they have acted in good faith. 

96. Article 49 requires that administrative procedures on the merits of a case resulting in the ordering of a civil remedy shall conform to principles in Section 2.

Section 3: Provisional Measures

97. Article 50 requires that the judicial authorities shall have the authority to order prompt and effective provisional measures for two main purposes, namely, to prevent infringement and to preserve evidence. The judicial authorities have the authority to adopt the provisional measures upon hearing the case from only one party if any delay is likely to cause irreparable harm or a high risk of destruction of evidence. There is also a need to protect the defendant and to prevent abuse, so the judicial authorities have the power to order the applicant to provide a security or equivalent assurance.

98. As the term “provisional measures” is clear that the measures are provisional. Article 50 provides the conditions when the provisional measures lapse or expire. The defendant can apply for a judicial review of the provisional measures in order to obtain revocation. Another major condition is that the applicant must initiate the legal proceedings within a reasonable time. The idea behind this is that the measures are provisional and they affect the interests of not only the defendants but also third parties, so they should be limited in time and scope. If the applicant does not initiate the legal proceedings within a perios not exceeding 20 working days or 31 calendar days, then the ordered provisional measures lapse. In such case, the judicial authority can issue an order to the applicant to provide appropriate compensation to the defendant.

Section 4: Special Requirements Related to Border Measures
99. Article 51 requires Members to adopt procedures for the right holder to obtain the suspension of release of imported counterfeit trademark or pirated copyright goods by the customs authorities. It should be made clear that according to the TRIPS Agreement notes, the terms “counterfeit trademark goods” 
and “pirated copyright goods”
 have specific meanings, they do not cover all the infringements under the trademark and copyright laws. They may also provide the corresponding measures in case of exportation of infringing goods.

100. Article 52 requires the right holder to provide adequate evidence to show that there is a prima facie case of infringement. Such information must include a sufficiently detailed description of goods to make them readily recognizable by the customs authorities. This aspect has been overlooked in many countries. It is the duty of the right holders to provide such information in the format that could be easily retrieved by the customs authorities. The digital format is the key.

101. Article 53 deals with sufficient security or equivalent to be provided by the applicant to protect the defendant and the competent authorities and to prevent abuse. However, in the case that no provisional relief is granted within 10 days of the issue of the suspension order and upon fulfillment of other importation conditions, the owner, importer, or consignee shall be entitled to the release of the goods upon the posting of security sufficient to protect the right holder for infringement. This provision shows the determination of the TRIPS Agreement to be fair to all sides, the alleged right holder and the alleged infringer.

102. Article 54 requires that the importer is promptly notified of the suspension of the release of the goods. This is in line with the demand for fair and equitable procedures in Section 1 on general obligations.

103. Article 55 stipulates the period of not exceeding 10 working days for the applicant or concerned parties to initiate the proceedings leading to a decision on the merits of the case. It could be extended by another 10 days. If such proceedings do not take place within the time limit, then the goods are released. If the proceedings take place, then the defendant has the right to be heard and a review. However, if the suspension is a result of a provisional judicial measure, then the period is 20 working days or 31 calendar years for the initiating of proceedings.

104. Article 56 deals with the power of the authorities to order the applicant to pay indemnification to the importer and the owner of the goods for the wrongful detention of the goods. This is the provision to remedy the abuse of rights.

105. Article 57 gives the right of inspection of detained goods to the right holder in order to substantiate his claims. Such right is given also to the importer. This is a measure to be fair to both sides on the information regarding the detained goods. When there is a decision on the merits of the case, information on the names and addresses of those involved with importation will be given to the right holder. 

106. Article 58 does not oblige Members to require competent authorities to act upon their own initiative and to suspend the release of goods when they have acquired prima facie evidence that an intellectual property right is being infringed. But if Members do have that system in place
, then this Article stipulates the measures to be taken: the competent authorities to seek any information from the right holder at any time, prompt notification of the importer and the right holder of the suspension, and exemption of public authorities and officials from liability if having acted in good faith. 

107. Article 59 stipulates that the Members shall give the authority to the competent authorities to order the destruction or disposal of the infringing goods. This follows the same consideration as in Article 46. There is also an additional requirement that counterfeit trademark goods shall not be re-exported. This reflects the serious concern against counterfeiting.

108. Article 60 allows Members to exclude the enforcement provisions from small quantities of goods of a non-commercial nature contained in travellers’personal luggage or sent in small consignments. Most countries adopt this allowed measure with hardly any exception
.

Section 5: Criminal Procedures

109. Article 61 requires Members to provide for criminal procedures and penalties to be applied in cases of wilful trademark counterfeiting or copyright piracy. Members are allowed to impose criminal procedures and penalties to other cases of intellectual property infringement if they so wish. However, the emphasis is placed on the wilful nature of the act and on the commercial scale. The severity of the penalties in the forms of imprisonment and fines has to be consistent with the level of penalties applied for crimes of a corresponding gravity. This aspect is crucial in preventing over-protection of intellectual property rights through indiscriminate and severe criminal penalties. It should be noted that criminal procedures are not required for patent infringement. 

Part IV: Acquisition and Maintenance of Intellectual Property Rights and Related Inter Partes Procedures

110. Article 62 deals with intellectual property rights provided for under Sections 2 through 6 of Part II
. Members may, as a condition of the acquisition or maintenance of the intellectual property rights, require compliance with reasonable procedures and formalities consistent with the TRIPS provisions.  This Article requires Members to permit the granting or registration of a right within a reasonable period to avoid curtailment of the period of protection
. 

111. The procedures for the acquisition or maintenance of rights as well as administrative revocation and inter partes procedures are governed by the principles set out in paragraph 2 (fair and equitable procedures which are not complicated or costly, or entail unreasonable time-limits or unwarranted delays) and paragraph 3 (the rule of law regarding decisions on the merits of a case) of Article 41. Final administrative decisions concerning those procedures are subject to review by a judicial or quasi-judicial authority. However, decisions in cases of unsuccessful opposition or administrative revocation are exempted from such review provided that the grounds for such procedures can be the subject of invalidation procedures. This means that the party adversely affected by such decisions could initiate separate legal proceedings to challenge the validation of the patent or trademark in dispute. It also means that judicial review on invalidation must be available. 

112. Article 62 requires the adoption of the rules on the right of priority in the Paris Convention mutatis mutandis to service marks.

Part V: Dispute Prevention and Settlement

113. Article 63 aims to ensure transparency by requiring Members to publish
 all laws and regulation, final judicial decisions and administrative rulings of general application, as well as bilateral agreements concerning the subject matter of the TRIPS Agreement. 

114. It also requires notification of such laws and regulations to the Council for TRIPS. However, the burden of Members on notification will be reduced if the Council for TRIPS and WIPO could put in place a common register. Members are required to submit the list of state emblems, and official hallmarks
 to the TRIPS Council in addition to WIPO.

115. Article 63 also requires each Member to be prepared to supply information upon a written request by another Member. Any Member who believes that any specific law, judicial decision, administrative ruling, bilateral agreement affects its rights under the TRIPS Agreement could request in writing for such information. It should be noted that the request for information must be made in writing.

116. The last paragraph of Article 63 provides the safety valve in the sense that Members are not required to disclose confidential information which would impede enforcement, be contrary to the public interest, or be prejudicial against the legitimate commercial interests of either public or private enterprises.

117. Article 64 deals with dispute settlement by adopting the provisions of Articles XXII and XXIII of GATT 1994 as elaborated and applied by the Understanding on Rules and Procedures Governing the Settlement of Disputes. Article XXII deals with the giving of adequate opportunity for consultation upon representation made by another member whereas Article XXIII provides the course of action through consultation with the member(s) concerned and if no settlement, seeking advice from all the members of GATT, in case it believes that any of its benefits is nullified or impaired. 

118.  Subparagraphs 1(b) of Article XXIII on nullification and impairment caused by any measure taken by another member and 1(c) of Article XXIII on nullification and impairment caused by the existence of any other situation are not applicable during the first five years from the date of entry into force of the TRIPS Agreement. This means that from 1 January 1995 to 31 December 1999, only the failure to comply with the TRIPS Agreement is the permissible ground for dispute settlement in the style of Article XXIII. In other words, from 1 January 2000, WTO Members will have more grounds for resorting to the GATT-style dispute settlement. The remedies under Article XXIII (2) could be quite drastic as the member states could recommend the suspension of privilege or concession given by one member state to another member state.

119. During the said 5 year-period, the TRIPS Council shall examine and make recommendations on the scope and modalities in subparagraphs 1(b) and 1(c) to the Ministerial Conference for approval. The approval of the Ministerial Conference shall be made only by consensus and if so approved shall be effective for all WTO Members without further formal acceptance process.

Part VI: Transitional Arrangements 

120. This Part consists of the provisions on transitional arrangements, least developed country Members, and technical cooperation.

121. Article 65 deals with transitional arrangements. 

122. All Members are given 1 year grace period from the date of entry into force of the WTO Agreement (1January 1995) regarding all their TRIPS obligations.

123. At the end of the first year grace period, the developed and developing country Members alike have to apply the principles of national treatment and most-favoured-nation treatment as well as any exception to those principles as a result of the procedures under the multilateral agreements concluded under the auspices of WIPO. 

124.  At the end of the first year grace period, the developing country Members are given a further grace period of four years regarding the TRIPS obligations except those mentioned in the previous paragraph. This treatment is applicable to any other member which is in transition from a centrally-planned into a market, free-enterprise economy. Such Member must also be conducting structural reform of its intellectual property system and facing particular problems on legal reform.

125. A developing country Member can have a grace period of 10 years from the date of entry into force of the WTO Agreement to delay granting product patent protection under Section 5 on Patents to areas of technology not so protectable in its territory on such date.  

126.   The last paragraph of Article 5 requires that any Member making use of the grace period shall not carry out any change to its laws, regulations and practice which erodes consistency with the TRIPS obligations during the said period. However, any optional action or measure permissible by the provisions of the TRIPS Agreement could be safely carried out during the grace period. But the mandatory provisions are not to be eroded.

127. Article 66 deals with the special treatment for least-developed country Members by giving them a 10 year-grace period from all the obligations except those in Articles 3,4 and 5 as explained in paragraph 123 above. The Council for TRIPS can extend the said grace period. Unfortunately, this provision is only applicable to the least developed countries which are Members from the date of entry into force of the TRIPS Agreement. The developed countries are required by the TRIPS Agreement to provide incentives to enterprises and institutions in their territories for the purpose of promoting and encouraging technology transfer to least-developed country Members in order to enable them to create a sound and viable technological base. This provision fully meets the recognition of the special needs of the least-developed country Members. The acknowledged goal is the creation of a sound and viable technological base for the least developed countries, not merely a temporary relief from the full TRIPS obligations.

128. Article 67 deals with technical cooperation in a balanced way. Requests must be made to developed country Members on the mutually agreed terms and conditions, not those imposed unilaterally by the developed country Members giving technical and financial cooperation. It should be noted that although the heading of the Article is technical cooperation, financial cooperation is also clearly stated. The assistance comprises the upgrading of laws and regulations on the protection and enforcement of intellectual property rights as well as on the prevention of the abuse of rights. Not surprisingly, most of the assistance seems to center on the enforcement aspect, not on the prevention against the abuse of rights requiring a lot of expertise and knowledge. The assistance also includes support for the establishment or reinforcement of domestic offices on intellectual property, including training of personnel
.  This provision is not optional but mandatory, so it should be applied actively and effectively.

 Part VII: Institutional Arrangements; Final Provisions

129. Article 68 specifies the role of the Council for TRIPS which includes the monitoring of the operation of the TRIPS Agreement, Members’compliance with their obligations, consulting with Members on the TRIPS matters, any responsibility assigned by Members, assistance required by Members on dispute settlement procedures. The WTO and WIPO agreed on the arrangements
 for cooperation including that between the TRIPS Council and the WIPO. 

130. Article 69 deals with international cooperation to eliminate international trade in goods infringing intellectual property rights. Members are required to establish and notify one another of contact points for the exchange of information. They shall also promote the exchange of information and cooperation between customs authorities with regard to trade in counterfeit trademark goods and pirated copyright goods. This international cooperation is increasingly important as counterfeiters and pirates are always looking for the most vulnerable places to establish their production bases and distribution channels.

131. Article 70 deals with protection of existing subject matter by providing the cut-off date, that is, nothing to do with acts occurring before the date of entry into force of the WTO Agreement.

132. The TRIPS Agreement gives rise to obligations in respect of all subject matters existing at the date of application of the Agreement for the Member in question. Regarding copyright obligations, and obligations with respect to the rights of producers of phonograms and performers in existing phonograms, they are all governed by Article 18 of the Berne Convention, that is, if they have not yet fallen into the public domain in the country of origin through the expiry of the term of protection, they will be protected by their respective terms. If the works have fallen into the public domain through the term of protection which was previously granted, then the works cannot be protected anew. For example, if a computer program had been created 20 years before the treatment of computer programs as literary works under the copyright regime and the author is still alive on the date of the commencement of copyright protection to computer programs, the term of such computer program is still the remaining life of the author plus 50 years.

133. Article 70(3) stipulates that there shall be no obligation to restore protection to the subject matter which on the date of application of the TRIPS Agreement for the Member in question has fallen into the public domain. This is similar to the provisions of Article 18 of the Berne Convention.

134. This Article also takes care of the interests of innocent third parties who have carried out acts or made a significant investment in  respect of specific objects embodying the subject matter protected at the date of application of the WTO Agreement, but  not protected at the time of investment by such third parties. The Member concerned could give the right holder certain limited remedies with regard to continued performance of the said acts even after the said date of application of the WTO Agreement. The minimum remedy shall be the payment of equitable remuneration
.

135. The rental rights in Articles 11 and 14(4) of the TRIPS Agreement do not apply to films, computer programs, and sound recordings bought before the date of application of the TRIPS Agreement for the Member in question. Members should be careful in not extending the rental rights which are new to the international copyright regime to works other than those stipulated in the TRIPS Agreement.

136. The conditions for use unauthorized by the patent owner in Article 31 and the rule on no discrimination as to the field of technology in Article 27(1) are not applicable to use authorized before the date of application of the TRIPS Agreement.

137. Article 70(7) has great bearing on the extension of patent protection from process patent to product patent since the Article stipulates that applications for protection which are pending on the date of application of the TRIPS Agreement for the Member in question shall be permitted to be amended to claim any enhanced protection provided under this Agreement. However, such amendments shall not include new matter. Some countries have interpreted that the attempt to introduce product patent into the pending patent application is to introduce new matter. Some insist that such interpretation is not in line with the letters and spirit of Article 70(7).

138. Articles 70(8) and 70(9) deals specifically with patent protection for pharmaceutical and agricultural chemical products in a Member not having such protection available on the date of application of the TRIPS Agreement. Such Member is required to provide an appropriate means for application and 5-year marketing exclusivity. 

139. Article 71 deals with review and amendment. The Council for TRIPS is required to review the implementation of the Agreement after the end of the 5-year grace period. In fact, the Council could use new developments to launch reviews to determine whether modification or amendment to the Agreement is warranted.

140. However, amendments adopting higher standards in other multilateral agreements and accepted by all WTO Members under those agreements could be submitted to the Ministerial Conference on the basis of a consensus proposal from the Council for TRIPS. The approval of the Ministerial Conference will make the amendments effective without any need for further formal acceptance process. This sounds like a back door route to amend the TRIPS Agreement, but it should be quite difficult due to the requirement of consensus.

141. Article 72 allows no reservation except with consent of other Members. This kind of consent is virtually impossible to obtain in practice.

142. The TRIPS Agreement ends with the provisions on security exceptions in Article 73 as the catch-all device. Essential security interests are the grounds for exception to the obligations on information disclosure and for the undertaking of any action necessary for the protection of such essential security interests. The TRIPS Agreement shall not be construed to prevent a Member from taking any action pursuant to its UN Charter obligations for the maintenance of international peace and security.

Conclusions

143. The TRIPS Agreement should be read in full from the preamble to the last provision.

144. The interpretation and implementation of the specific standards have to be governed by the preamble, objectives, and principles not merely the provisions on specific standards and enforcement.

145.   Members must be able to distinguish the mandatory measures from optional ones.

146. Members must be able to find the best and most appropriate ways and means to implement the mandatory measures and to choose the optional measures which are most conducive and favourable to their respective interests.

147. New rules on intellectual property are being forged not only in the WTO or WIPO context but also in other regional and bilateral contexts.

148. The development of intellectual property has to be done in a balanced way between the right holders and the public, between the enforcement agencies and the right holders, and between the developing and developed countries. 

149. Both the developed and developing countries share the common interest in making intellectual property serving mutual benefits of the producers and users of technology in a manner conducive to social and economic welfare.

150. Changes are to be expected but they have to be preceded by empirical studies not by merely apparent concerns and forecast of the future.

151. The TRIPS Agreement serves the interests of both the developed and developing countries alike, but the degree of usefulness depends on the ability of the countries to make use of the provisions of the TRIPS Agreement individually or regionally.

Options for WTO 2000

In the light of the above, it is reasonable for the developing countries to raise the following issues to ensure that the TRIPS Agreement is implemented and developed in a balanced way:

A. On geographical indications, the scope of special protection in Article 23 of the TRIPS Agreement should be extended to cover products other than wines and spirits. There has been strong support for such extension from the countries in all parts of the world such as the African Group, Cuba, Dominican Republic, Egypt, Honduras, India, Indonesia, Nicaragua and Pakistan, Czech Republic, Hungary, India
. Those in favour of extension have not yet named specific goods but cited agricultural products, foodstuffs, and handicraft as the preferred target groups. The countries of East Asia should come up with definite goods or a definite list of goods which are not exhaustive to allow for future development.

B. On patent protection, the patent regime could be drastically modified and more clearly defined  as follows:

(1) The concept of conservation of biological diversity and the need to protect the knowledge and innovations in farming, agriculture and health and medical care of indigenous people and local communities along the line of the Convention of Biological Diversity and the FAO International Undertaking for Plant Genetic Resources should be incorporated into the patent regime of the TRIPS Agreement to ensure that developing countries with genetic resources and traditional knowledge get their share of the profits from the patent developed from such genetic resources and knowledge. This approach has been suggested by a number of developing countries, notably the African Group. Some also proposed that the applicant should declare the origin of the genetic resources used and that the failure to do so should be the ground for not granting patent. 

(2) Article 27(3) of The TRIPS Agreement should be amended clearly to ensure that natural microorganisms are not patentable and that only the microorganisms made through non-biological process are patentable. Some developing countries would go so far as to claim that all microorganisms are akin to discoveries in the regime of patent, thus they are not patentable.

C. Concrete actions in line with Article 66 must be carried out by the developed countries to ensure the creation of a sound and viable technological base for the least developed countries. There should be a clear action agenda with clearly defined milestones. 

D. The developed countries and developing countries have to fulfil the letter and spirit of Article 67 on technical cooperation by making a clear and sustainable action agenda with clearly defined milestones and expected outcome.

E. To eliminate international trade in goods infringing intellectual property rights, there needs to be comprehensive and up-to-date databases in electronic form to be shared by customs authorities and other enforcement agencies of WTO members to not only suppress but also preempt the infringement. This information network  has to be fully supported by the right holders whose private rights are at risk.

F. Developing countries should look for what they have in terms of intellectual property creations which do not fall into any accepted category of intellectual property at the present time. Expression of folklore and traditional knowledge should be protected as new kinds of intellectual property rights to prevent against unfair and large-scale exploitation without proper compensation to the local communities. 
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�.   The most obvious example of these ambiguities is Article 6 on Exhaustion, which  


      clearly stipulates that the TRIPS Agreement does not deal with the exhaustion of 


      intellectual property rights.


�.   Article 7 of the TRIPS Agreement


�.   Article 8 of the TRIPS Agreement


�.   Part III contains 21 articles divided into 5 sections. This constitutes roughly one 


      third of the content of the TRIPS Agreement.


�.   The US has been requiring the incorporation of the TRIPS enforcement provisions 


      in the bilateral economic agreements to ensure the protection and enforcement of 


      the intellectual property rights of its nationals. These provisions were also 


      incorporated in the agreements concerning the admission of new members of the 


      North American Free Trade Area (NAFTA). 


�.   The Act Establishing the Central Intellectual Property and International Trade 


      Court of Thailand  is a good example of the full adoption of all the measures 


      provided in Part III of the TRIPS Agreement, since the Court has been given 


      extensive civil and criminal jurisdiction including all the provisional measures.


�.   Paragraph 2 of the preamble: “ Recognizing , to this end, the need for new rules 


      and disciplines concerning: (a) the applicability of the basic principles of GATT 


      1994 and of relevant international intellectual property agreements or 


      conventions;………”


�.   In Paragraph 2 of the preamble: “………..(b) the provisions of adequate standards  


      and principles concerning the availability, scope and use of trade-related 


      intellectual property rights;……..”


�.   In Paragraph 2 of the preamble: “……….(c) the provision of effective and 


      appropriate means for the enforcement of trade-related intellectual property 


      rights, taking into account differences in national legal systems;………”


�. A good example of the complexities of the enforcement of intellectual property 


      rights is Hong Kong which has possibly some of the most severe laws and 


      regulations in the world against infringement, but piracy has continued to escalate 


      unabated.


�. In Paragraph 2 of the preamble: “……..(d) the provision of effective and 


      expeditious procedures for the multilateral prevention and settlement  of disputes 


      between governments; and…..”


�. In Paragraph 2 of the preamble; “………(e)  transitional arrangements aiming at 


      the fullest participation in the results of the negotiations;……..”


�. “Recognizing the need for a multilateral framework of principles, rules and 


      disciplines dealing with international trade in counterfeiting goods;……….”


�. “Recognizing that intellectual property rights are private rights;………..”


�. Article 61 of the TRIPS Agreement: “Members shall provide for criminal 


      procedures and penalties to be applied at least in cases of wilful trademark 


      counterfeiting or copyright piracy on a commercial scale…………” 


�. “Recognizing the underlying public policy objectives of national systems for the 


      protection of intellectual property, including developmental and technological 


      objectives;……….”


�. “Recognizing also the special needs of the least-developed country Members in 


      respect of maximum flexibility in the domestic implementation of laws and 


      regulations in order to enable them to create a sound and viable technological 


      base;………..”


�. “Emphasizing the importance of reducing tensions by reaching strengthened 


      commitments to resolve disputes on trade-related intellectual property issues 


      through multilateral procedures;…….”


�. “Desiring to establish a mutually supportive relationship between the WTO and 


      the World Intellectual Property Organization (referred to in this Agreement as 


      “WIPO) as well as other relevant international organizations:………….”  


�. A good example is that the member states of the European Union have increased 


      the term of protection of copyright works in Europe from the life of the author 


      plus 50 years after his death to the life of the author plus 70 years.  They will 


      grant this longer term of protection to the nationals of other Berne Convention 


      and WTO members on the basis of reciprocity which in this case complies with 


      the relevant article of the Berne Convention, that is, Article 7(8).


�. The non-original or non-copyright data in the databases, though given a special 


      protection in the European Union, are not the subject of the TRIPS Agreement. 


      The same could be said about the expressions of folklore and traditional 


      knowledge recently put on the international agenda through the cooperation 


      between the WIPO and UNESCO as seen from the World Forum on the Legal 


      Protection of Folklore, Phuket, Thailand, in April 1997. 


�. See Note no.3 of the TRIPS Agreement


�. For example, the Patent Cooperation Treaty stipulates that accession is only open 


      to the members of the Paris Convention. In this case, the WTO Members not 


      members of the Paris Convention could not avail themselves of the international 


      patent filing  under the Patent Cooperation Treaty and the share of the 


      international filing fees. This does not contravene the TRIPS Agreement. 


�. Exhaustion of rights mean that the right holders are deemed to have exhausted his 


      rights of distributing or importing the legitimate goods when such goods have 


      been sold by him or with his consent, thus allowing any person to resale or    


      re-distribute the said goods without seeking prior permission of the right holder. 


      However, the location of the first sale gives rise to three different approaches to 


      the doctrine of exhaustion of rights. The so-called domestic exhaustion as in the 


      case of the United States of America requires that the exhaustion only takes place 


      in any particular country if the goods are sold in that country by the right holder 


      or with his consent. The so-called regional exhaustion as in the case of the 


      European Union requires that the legitimate goods must be first sold by the right 


      holder or with his consent within the European Union before the exhaustion takes 


      place. The final approach is the so-called international exhaustion, which allows 


      exhaustion if the legitimate goods are sold by the right holder or with his consent 


      anywhere in the world.  


�. See Article 2 of the ASEAN Framework Agreement


�. Moral rights in Article 6bis are distinct from the economic rights and are still 


      vested in the author even after the transfer of the economic rights. They are 


      divided into the right of paternity, that is, the right to claim authorship, and the 


      right of integrity, that is, the right to object to any distortion, mutilation, 


      modification, or any derogatory action prejudicial to his honor or reputation. 


      These moral rights lasts the same term as that of the economic rights, namely, life 


      plus 50 years. The film industry claims that the moral rights, if allowed, should be  


      transferable due to the fact that film producers have to modify the literary works 


      in the process of film making. It has not viewed moral rights with enthusiasm.     


�. The WIPO Copyright Treaty adopted by the WIPO Diplomatic Conference on 


      Certain Copyright and Neighboring Rights Questions in Geneva on 20 December 


      1996 has wholly paraphrased the wording of Article 9(2) of the TRIPS 


      Agreement in its Article 2 on Scope of Copyright Protection.


�. There have been a number of cases in the US courts upholding the dichotomy 


      between expressions and ideas notably the case of Computer Associates 


      International Inc. v. Altai Inc., 982 F. 2d693 (2d Cir. 1992)


�. Decompilation is the process of translating object codes to ordinary programming 


      language or source code but not in the original form.


�. The courts in four different federal circuits have found decompilations to be a 


      permitted fair use in the cases of Sega v. Acolade, Atari v. Nintendo, Bateman v. 


      Mnemonies, DSC Communications v. DGI Technology.


�. The Council Directive of 14 May 1991 on the legal protection of computer 


      programs (91/25/EEC) which Member States have complied since 1 January 


      1993.


�. Ordinance No. 92 of 1997 cited as the Copyright Ordinance which was passed 


      and became effective on 27 June 1997.


�. The Department of Intellectual Property of Thailand holds this view in the case of 


      the normal use of the computer.


�. The developed countries that have signed the WIPO Copyright Treaty claim that 


      the agreed statement concerning Article 1(4) : “It is understood that the storage of 


      a protected work in digital form in an electronic medium constitutes a 


      reproduction within the meaning of Article 9 of the Berne Convention” has 


      decided the issue once and for all. However, it could be argued that the action of 


      storage must involve an intention to store not merely a temporary copying as a 


      result of the use of the computer. This issue has great relevance to the online 


      service providers. The US has solved the issue by making temporary copying a 


      reproduction but with certain exceptions such as for temporary copying as a result 


      of the process of caching. Some would prefer not expanding the right, so there 


      will be no need to bring in additional exceptions.


�. There have been attempts to bring about a special international agreement for the 


      protection of non-original data in the databases, but the draft was withdrawn 


      before the Diplomatic Conference on Certain Copyright Neighboring Rights 


      Questions in Geneva in December 1996, due to lack of international support. The 


      European Union countries have already put in place a special right to the maker 


      of a database against extraction or re-utilization of the contents of the database. It 


      is the protection of for non-original data on the grounds of substantial investment 


      pursuant to the Directive on the legal protection of Databases of 11 March 1996 


      (96/9). The protection lasts 15 years from completion of the database or from its 


      becoming available to the public. It has been effective since 1 January 1998. The 


      research and academic world in the developed and developing countries alike 


      have expressed concern over the development in protecting non-original data, 


      which could hamper research and access to information. The US is in the process 


      of intensive public consultation on this issue.


�. Article 12 of  the Rome Convention states “If a phonogram published for 


      commercial purposes, or a reproduction of such phonogram, is used directly for 


      broadcasting or for any communication to the public, a single equitable 


      remuneration shall be paid by the user to the performers, or to the producers of 


      the phonograms, or to both. Domestic law may, in the absence of agreement 


      between these parties, lay down the conditions as to the sharing of this 


      remuneration.” The members of the Rome Convention could opt out of granting 


      the right in Article 12 by virtue of Article 16 of the Rome Convention.


�. The WIPO Performances and Phonograms Treaty signed in December 1996 but 


      yet to enter into force gives the performers the moral rights, economic rights, 


      right of reproduction, right of distribution, right of rental, and right of making 


      available of fixed performances. The Treaty gives the producers of phonograms 


      the right of reproduction, right of distribution, right of rental, and right of making 


      available of phonograms. Regarding broadcasting organizations, they have been 


      lobbying hard for the international acceptance of broadcast works as copyright 


      works. 


�. For example, Bordeaux and Champagne are names of localities which are 


      geographical indications. The red cross of Switzerland is a symbol which is a 


      geographical indication. It is contended that the names of products which have for 


      years serve to identify the origin of the products such as Jasmine rice for rice 


      from Thailand are considered geographical indications.


�. For example, France uses the consumer protection law and Thailand is having a 


      special law on the protection of geographical indications.


�. Article 10bis of the Paris Convention defines an act of unfair competition as an 


      act of competition contrary to honest practices in industrial or commercial 


      matters. It also cites some particular cases considered as acts of unfair 


      competition.


�. Thailand has proposed to the ASEAN Working Group on Intellectual Property 


      Cooperation the addition of rice and silk to the coverage. 


�. In most countries, industrial designs are given the protection of 10 years non-


      renewable. Copyright law could give protection to textile designs as works of 


      applied art, which according to Article 7(4) of the Berne Convention is to be 


      given the minimum period of protection of 25 years from the date of making of 


      the work. The European Union has introduced the unique way to deal with 


      designs by creating a system for a unitary designed right which protects the  


      outward appearance of any product that is any industrial or handicraft item. The 


      total term of protection is 25 years through the renewable 5 year periods. 


�. Article 13 of the TRIPS Agreement


�. For example, the recently revised Thai patent law coming into force on 27 


      September 1999 has abolished the Pharmaceutical Board in the previous law on 


      the ground of no discrimination against pharmaceutical patent products. 


�. See Article 65(4) of the TRIPS Agreement


�. See Article 70(8) of the TRIPS Agreement. India has been accused by the US of 


      failure to comply with this provision. The arbitration under the TRIPS dispute 


      settlement mechanism ruled against India.


�. There are two types of biological processes, namely, (1) traditional crossing of 


      plants or animals leading to hybrids; and (2) manipulation of genes by “artificial 


      intervention”. So the processes consisting genetic modification of plants or 


      animals are treated as ”essentially biological”.


�. Micro-organisms are organisms not classified as plants or animals, including 


      bacteria, fungi, viruses, mycoplasma, protozoa etc. The brewery industry has 


      been using micro-organisms for years,


�. For the production of plants or animals, If human intervention plays an important 


      part in controlling the final result, the process is non-biological.


�. According to the EPO Guidelines, the term ”microbiological processes” is 


      defined as “processes using microorganisms and processes for producing micro-


      organisms” A well-known example of microbiological process is fermentation 


      processes in brewing and baking. 


�. The EPO Board of Appeal defined the term “plant varieties” as “all cultivated 


      varieties, clones, lines, strains and hybrids which can be grown in such a way that 


      they are clearly distinguishable from other varieties, sufficiently homogeneous, 


      and stable in their essential characteristics”.  In the case of the EPC, it excludes 


      the plant varieties from patentability due to a strong farming lobby in Europe 


      which  opposed to patent protection for plant varieties on the ground that plant is 


      very crucial to food security, crop production and plant breeding.


�. The International Convention for the Protection of New Varieties of Plants 


      known as the UPOV Convention authorizes member states to provide patent or 


      plant breeders’ right to plant varieties, but not both. In order to be treated as plant 


      varieties and eligible for protection under the UPOV Convention, a botanic 


      species must have four characteristics: new, distinguishable, uniform, and stable. 


      The requirements are less stringent than those of patent, but the protection is also 


      lower. The exclusive right given to the breeder is only the right to sell the 


      reproductive materials of the variety and to produce such materials for sale. 


      However, the UPOV Convention was revised in 1991 and the new Convention 


      has extended the scope of protection of the plant breeders to harvested material 


      and even products made from harvested materials.


�. Cornish, W.R.(1996), Intellectual Property: Patents, Copyright, Trade Marks and 


      Allied Rights, Third Edition, Sweet & Maxwell, London: some have used general 


      civil remedies affecting contract, tort, property, and even unjust enrichment; some 


      have made specific provisions into the law of unfair competition; some such as 


      the UK have generated some kind of sui generis protection for trade secrets based 


      on a broader conceptual frame encompassing governmental secrets and personal 


      confidences. This sui generis protection give the rights unlimited in time and 


      effective against unjustified uses and disclosures of all kinds.


�. Thailand has initiated the setting up of the Central Intellectual Property and 


      International Trade Court with extensive civil and criminal jurisdictions, although 


      it is not obliged to do so. The Court has been in operation since 1 December 


      1997.


�. One way of reducing mandatory personal appearances is the use of affidavits.


�. “Counterfeit trademark goods” shall mean any goods, including packaging, 


      bearing without authorization a trademark which is identical to the trademark 


      validly registered in respect of such goods, or which cannot be distinguishes in its 


      essential aspects from such a trademark, and which thereby infringes the rights of 


      the owner of the trademark in question under the law of importation.


�. “Pirated copyright goods” shall mean any goods which are copies made without 


      the consent of the right holder or person duly authorized by the right holder in the 


      country of production and which are made directly or indirectly from an article 


      where the making of that copy would have constituted an infringement of a 


      copyright  or a related right under the law of the country of importation.” 


�. France has allowed its customs authorities the wide discretion to take ex officio 


      actions regarding the suspension of imported and exported goods through the 


      Law No. 94-102 of 5 February 1994. France and five other European countries 


      plus 5 information technology companies and 5 right holders set up a program of 


      exchange of information on IP infringing goods through the internet. This 


      program is called MUYSC (Multimedia System for Customs) starting in February 


      1996 and ending in January 2000.


�. France is an obvious example of a country that does not allow de minimis imports 


      of counterfeit goods. Its Law No. 94-102 of 5 February 1994 on prevention of 


      counterfeiting, amending certain provisions of Intellectual Property Code has 


      increased the penalties to a two-year prison sentence and one million French 


      Francs fine. The penalties are doubled if the offence is repeated or the offender 


      has been linked to the injured party by an agreement. 


�. Section 1 concerns copyright and related rights and does not require procedures 


      for the acquisition and maintenance of rights, whereas Section 7 concerns 


      undisclosed information which is not a right to economic benefits but a possibility 


      to prevent dishonest disclosure, acquisition and use of undisclosed information. So 


      these two are not referred to in Article 62 of Part VI.


�. In practice, there are backlogs of trademark applications and patent filings at 


      major domestic and regional trademark and patent offices causing a long delay in 


      the acquisition of rights. The problem is more acute with greater public awareness 


      of intellectual property. 


�. The increasing popularity and use of the Internet among government agencies 


      have helped to increase transparency enormously in the last few years.


�. As stated in Article 6 ter of the Paris Convention.


�. In the case of Thailand, active assistance has been given by the Germany, France, 


      Japan, the European Patent Office, and WIPO in particular with regard to human 


      resource development.


�. Agreement Between the World Intellectual Property Organization and the World 


      Trade Organization was concluded in Geneva on 22 December 1995 and entered 


      into force on January 1, 1996.


�. A clear example of this situation is the books translated from foreign languages in 


      any country which adopted the 10-year translation rule of the Berlin Act of the 


      Berne Convention. In the case of Thailand before the new copyright law of 1994, 


      foreign books not having been translated into the Thai language during 10 years 


      from its first publication could be translated without authorization of the owner. 


      Consequently, any one could make translation and acquired copyright of the 


      resulted translation. With the abolition of the 10-year rule, many translated books 


      are still in the market competing with the translated versions done by the licensees 


      of the copyright holders. In such a situation, Member should determine the legal 


      measures to solve the problem in a manner fair to the right holders and third 


      parties having acted in good faith.


�. The WIPO Copyright Treaty and the WIPO Performances and Phonograms Treaty 


      popularly known as the WIPO Internet Treaties could be considered as strong 


      candidates, although not yet effective.


�. These Member States made the recommendations on extension of Article 23 to the 


      WTO General Council for submission to the Third WTO Ministerial Conference 


      in Seattle at the end of 1999.





